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%lcome to the Fall 2003 edition of Holland & Bonzagni’s
Intellectual Property Newsletter. We're excited that the United States, at
long last, has joined the Madrid Protocol -- a new system for filing foreign
trademark applications that cuts costs and paperwork dramatically. We've
been advising clients to hold off on “volume” foreign trademark filings, until
they were able to take advantage of the cost savings under the new system.

On a more personal note, we're pleased to welcome back Maria Vega,
Administrative Assistant, and Cari Mazza, Paralegal.

L‘.Wgcu- Q&eft(’/?fl/ 6%&1253/ GJOé'fé‘v
IN INTERNATIONAL TRADEMARK PROTECTION

© 2003 Mary R. Bonzagni the Protocol offers a centralized

filing procedure for acquiring and
maintaining separate national
trademark registrations in each
designated Protocol member
country. When the process is
complete, the applicant will own a
bundle of foreign trademark rights,
all bearing the same International
Registration number.

Starting November 2, 2003, U.S.
trademark owners will have the
opportunity to file a single
international trademark application
that works for over 50 countries.
That’s when the United States
becomes part of the Madrid Protocol,
one of the most important trademark
treaties in many years.

The Madrid Protocol should
significantly reduce costs for
international trademark protection
where, although each Protocol
member country can charge its
normal application fee, there will be
no need for local attorneys or agents,
powers of attorney, legalizations or
translations (everything can be filed
in English). Simple application
forms and centralized maintenance
filings ease administration under
the Protocol. In addition, examination

U.S. trademark owners will be
able to register their trademarks in
Madrid Protocol member countries by
simply filing a single application with
the U.S. Patent and Trademark Office
(USPTO). Currently 57 countries are
members of the Madrid Protocol,
including many European countries,
China, and Japan.

Unlike the Community Trade
Mark centralized registration system
in which one registration takes the
place of national registrations in all

European Union member countries, Please see New System, Page 2

COPYRIGHT NOTICES

AND REGISTRATIONS

© 2003 Karen M. Alberts

Under U.S. law, as soon as anyone
creates an “artistic” work — broadly
defined to include everything from
paintings to product labels to
architectural designs — the work is
“copyrighted.” However, you cannot
sue for copyright infringement, to
stop unauthorized copiers, until you
register the work at the U.S.

Copyright Office.

The moment the
work is created, you
are legally permitted
to place a copyright
notice on it to deter copying.
Typical copyright notices in the U.S.
consist of: the copyright symbol “©”
(with or without the word “Copyright”);
followed by the year the work was
published or created (if unpublished); and
then the author’s name. For example:

© 2003 Karen M. Alberts

In foreign countries, the notice includes

Please see Copyright Notices, Page 2
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IN INTERNATIONAL TRADEMARK PROTECTION

Continued from Page 1

under the Protocol is limited to eighteen
months, while in some countries it
normally can take years. The reduced
costs and streamlined procedures
offered by the Madrid Protocol will
therefore greatly
benefit American
companies, especially
small- and medium-
sized companies
that previously may
not have been
able to afford inter-
national trademark
protection.

What does this
mean in dollars
and cents? Foreign
trademark applica-
tions typically run
$1100-$3900 to
file per country.
Using the Madrid
Protocol system, a
company applying in
12 countries could
save over $15,000
in initial filing costs alone. Additional
costs would also be saved during the
application process.

Further, renewals, assignments,
and name changes would be
simplified. Instead of paying to file
the paperwork in each country, at
approximately $750-$1000 apiece,
only one set of papers will have to be
filed for International Registrations
in the USPTO.

In addition to the advantages of
the Madrid Protocol, there are also
limitations inherent in this system.
The Madrid Protocol allows for

OLD SYSTEM J§ NEW SYSTEM

International Registration based upon
a home application or registration.
In other words, a U.S. company may
use a U.S. trademark application or
registration as the basis for seeking
an International Registration in
Madrid Protocol countries.

The fate of the International
Registration will be tied to the fate of
that home application or registration
for a period of five years from the
date of issuance of the International
Registration. If the home application
is abandoned or is canceled for any
reason, the International Registration
will also be abandoned or canceled.

In addition, the International
Registration has to list the same
identification of goods
or services found in
the home application
or registration.
Since the U.S.
Trademark Office
requires more
specific identifica-
tions than foreign countries such as
China, an International Registration
would offer narrower protection in
China than that offered by way of a
separate or independent Chinese
trademark registration.

Thus, while securing international
trademark protection under the
Madrid Protocol has many advantages,
there are also limitations that will need
to be considered and weighed in each
circumstance and in each country
before a decision is made to proceed
under the Protocol.

Mechanics for Seeking an
International Registration

The mechanics for seeking an
International Registration are shown
in the accompanying flowchart and
are described below:

1. Applicant will file a national
trademark application for the
purpose of establishing a home
or basic application;

2. The applicant will then file an
international trademark
application in the USPTO
claiming priority from the
home application along with a
request designating those
Madrid Protocol countries in
which protection is being
sought;

3. The USPTO will submit the
international application to the
World Intellectual Property
Organization (WIPO) in
Geneva, Switzerland,;

4. WIPO will provide each
designated member country

COPYRIGHT NOTICES
AND REGISTRATIONS

Continued from Page 1

an extra line: “All Rights Reserved.”

Obtaining a registration is not
mandatory, but is recommended for
valuable works that might be copied.
If you file an application to register a
work before any unauthorized copying
occurs, you are entitled to recover both
automatic statutory damages and
attorney’s fees in a lawsuit, provided
you have used a proper copyright
notice. However, waiting to register
until after copying has occurred bars
recovery of automatic damages and
attorney’s fees. ®



with information regarding the
international application and each
country will then determine
whether all local registration
requirements are met by the
subject application; and

3

5. If all registration requirements are

met in each designated country, or
if the application is withdrawn
from any country that has rejected
it, WIPO will issue an International
Registration and the mark will be

published in the International
Gazette. The International
Registration will be effective for
renewable ten-year terms. m

U.S. APPLICANT/REGISTRANT

MADRID PROTOCOL

PROCESS

SEEKING INTERNATIONAL
REGISTRATION

¥

FILE OR OBTAIN U.S. TRADEMARK
APPLICATION (“BASIC”
APPLICATION OR REGISTRATION)

!

FILE MADRID APPLICATION IN U.S. MARK LOGGED IN AND
PATENT AND TRADEMARK OFFICE PUBLISHED IN WIPO GAZETTE
OF INTERNATIONAL MARKS
(USPTO)
USPTO CERTIFIES THAT CONTENT EXAMINATION PROCESS
OF MADRID APPLICATION SAME BEGINS IN EACH DESIGNATED
AS BASIC APPLICATION NATIONAL OFFICE
OR REGISTRATION ’ *
* NATIONAL NATIONAL
USPTO SENDS APPLICATION TO OFFICE ALLOWS OFFICE REJECTS
WORLD INTELLECTUAL PROPERTY MADRID MADRID
ORGANIZATION (WIPO) APPLICATION APPLICATION
FOR THAT FOR THAT
* COUNTRY COUNTRY
WIPO CONFIRMS WHETHER \
NECESSARY MADRID REQUIREMENTS
ARE MET AND NECESSARY FEES ARE WIPO ISSUES SINGLE

PAID (APPLICATION FORMALY?)

‘NO

WIPO NOTIFIES USPTO THAT
APPLICATION INFORMAL (3
MONTH TIME LIMIT TO CORRECT)

YES

INTERNATIONAL REGISTRATION
FOR ALL COUNTRIES ALLOWING
MADRID APPLICATION




SEMINARS GET INFORMED NOW!

Holland & Bonzagni, P.C. routinely conducts on-site seminars (at no charge to our clients) tailored

to a company’s needs. If you are interested, please check the appropriate block and we will contact you.

[ Managing And Expanding Your Trademark Portfolio
[ Selection, Use And Protection Of Trademarks

[ Trade-Secrecy Protection

[ Managing A Patent Portfolio

[ Seizing Counterfeit Goods

[ Protecting Your Product’s Color And Packaging

[ Confidentiality And Exclusive-Use Agreements

[ Licensing Technology

[ Cyberpiracy

[ Protecting Software
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